THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 24

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1998-0437
Appl i cation 08/603, 523

Bef ore THOMAS, HAI RSTON, and GROSS, Adninistrative Patent
Judges.

HAI RSTON, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-13
and 15-20. In an Amrendnent After Final (paper nunber 7),
clainms 5, 7, 11, and 17 were canceled, and clains 8, 12, and
18 were anended. In a previous anendnent (paper nunber 5),

claim 14 was cancel ed. Accordingly, clains 1-4, 6, 8-10, 12,
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13, 15, 16, and 18-20 renmain on appeal.
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The disclosed invention relates to a device and a net hod
of producing an acoustic wave device that conprises a
substrate, a transducer disposed on the substrate, and
reflectors disposed at first and second acoustic ports of the
transducer. Each of the reflectors includes a nunber N, of
reflection elements, and the nunber N, i s chosen in accordance
with (2B/3)(2B? + 8k? - 2B(B?* + 8k?) > (k% 3)?) %% N, # (4B/3)(2B?
+ 8k? -2B(B? + 8k?)°*
-(2k?/ 3)2) %% wherein k? is an el ectronechani cal coupling
coefficient of the substrate.

Claimlis illustrative of the clainmed subject matter and
is reproduced bel ow

1. An acoustic wave device conpri sing:
a substrate for supporting acoustic wave propagati on;
a transducer disposed on said substrate, said transducer for
converting electrical energy to acoustic energy and vice
versa; and
a first reflector disposed at a first acoustic port of said
transducer, wherein said first reflector includes a first
nunber of reflection elenments, wherein said first nunber
includes a first nunber N, of reflection elenents, said first
nunber N, chosen in accordance with (2B/3)(2B* + 8k? - 2B(B* +
8k?) %5 -(k?/3)?) %% N, # (4B/3)(2B* + 8k*? - 2B(B? + 8k?) %% -

(2k?/ 3)2)-%°% wherein k? is an el ectromechani cal coupling
coefficient of said substrate.
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The exam ner relies on the follow ng reference:?
Satoh et al. (Satoh) 5, 559, 481 Sept. 24,
1996

(filed Cct. 23,

1992)

Claim 13 stands rejected under the second paragraph of
U S.C § 112 as being indefinite.

Clainms 1-4, 6, 8-10, 12, 13, 15, 16, and 18-20 stand
finally rejected under 35 U . S.C. § 102(e) as being antici pated
by Sat oh.

Reference is made to the briefs and the answer for the

respective positions of the appellant and the exam ner.

The followi ng references are cited as of interest for
their teachings of a surface acoustic wave transducer having
Li NoO, and Li TaO, substrat es:

Hi ckernell, *“The Dependenci es of SAW Transducer Equi val ent -
Circuit-Mdel Paraneters On Transducer GCeonetry,” |EEE
U trasoni cs Synposium 127-30 (1997).

Hi ckernell et al., (H ckernell), “The Surface Acoustic \Wave
Propagati on Characteristics of 41E Lithium N obate with Thin-
FilmSiQ,” IEEE International Frequency Control Synposium
216-221 (1996).

Hi ckernell et al., (H ckernell), “The Surface Acoustic Wave
Propagati on Characteristics of 64E Y-X Li NoGQ, and 36 E Y-X
Li TaO, Substrates with Thin-Film S O,” |EEE U trasonics
Synposi um  345-48 (1995).
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OPI NI ON
The rejection is affirnmed-in-part. The rejection of
claims 10, 12, 13, and 15 is reversed. The rejection of

clains 1-4, 6, 8, 9, 16, and 18-20 is affirned.
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According to the exam ner (Answer, page 4), claim1l3 is
i ndefinite because it depends from canceled claim 11
Appel l ant corrected the error (Corrected Reply Brief, pages 1
and 2). The correction was approved by the exam ner (PTOL-90,
mai l ed July 16, 1998). Thus, the rejection under 35 U S.C. 8§
112, second paragraph is reversed.

According to the exam ner (Answer, page 5), Satoh
di scloses (Figs. 44 and 45; and colum 19, lines 11, 12, and
19) all of the device and steps of clains 1-4, 6, 8-10, 12,
13, 15, 16, and
18-20. The exam ner states (Answer, page 6) that Satoh
di scl oses a nunber of reflection elenments (N,,=50) for a LiTaG
substrate having a coupling coefficient k? = 0.05 (Satoh,
colum 16, lines 38-40; colum 19, line 19). The exam ner
al so states (Answer, page 6) that substituting k?=0.5 into the
clainmed equation yields a range of 34 # N,,# 78 for the chosen
nunber of reflective elements N,. The exam ner concludes
(Answer, page 6) that N,=50 is within the range specified by

the equation in the clained invention.? The exam ner further

Titanium Metals Corp. v. Banner, 778 F.2d 775, 782,
227 USPQ 773, 779 (Fed. CGr. 1985) (citing ILn re Petering,

7
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concl udes (Answer, page 6) that the substrate and finger count
(i.e., nunber of reflective elenents) of Satoh satisfies the
conditions of the clainmed equation in spite of the broader
ranges in the disclosure. Wth respect to the device cl ains,
we agree with the exam ner that the Satoh product (i.e., the
acoustic wave device) is the same as the clai ned product
because N,;=50 is within the range that results fromthe

cl ai med equation. Wien clains are directed to a “product-by-
process,” it is the patentability of the product clainmed and
not of the recited process which nust be established. In re

Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972);

In re Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cr
1985) .

It is our view that the exam ner’s rejection of the
i nstant product-by-process clains over the device of Satoh was
appropriate given that the product of Satoh appears to be
identical, albeit produced by a different process, to the

product clainmed by the appellant. Such a rejection shifts the

301 F.2d 676, 682, 133 USPQ 275, 280 (CCPA 1962)); Mnual of
Pat ent Exam ni ng Procedure (MPEP) § 2131.03 (7th ed., July
1998).
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burden upon appellant to cone forward with evidence
establishing a difference between the clainmed product and the

prior art product. In re Marosi, 710 F.2d 799, 803, 218 USPQ

289, 292-93 (Fed. Cir. 1983). W hold that appellant has not
presented sufficient evidence to establish a difference

bet ween the cl ai ned product and the prior art product. Thus,
we di sagree with appellant’s argunent (Brief, page 5) that

Sat oh does not teach that the first nunber N, is chosen in
accordance with (2B/3)(2B? + 8k? - 2B(B? + 8k?) % (k% 3)2) > N, #
(4B/ 3) (2B? + 8k? - 2B(B? + 8k?)°°

-((2k?/3)%) %5 wherein k? is an el ectronmechani cal coupling
coefficient of said substrate defined in clainms 1-4, 6, 8, 9,
16, and 18-20.

Appel I ant further argues (Brief, page 6) that Satoh is a
non-enabling reference. Mere attorney argunent (Brief, pages
6-13) will not suffice to prove non-enabl enent of Satoh.

Evi dence of such non-enabl enent nmust be provided by appell ant

to prove such a case.*

‘Appel lant’s citation of In re Brown, 329 F.2d 1006, 141
USPQ 245 (CCPA 1964) and In re LeGice, 301 F.2d 929, 133 USPQ
365 (CCPA 1962) cannot take the place of an evidentiary
show ng.
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Appel | ant argues (Brief, page 12) that Satoh only teaches
a fixed nunber of reflective elenents. W agree. As
i ndi cated supra, the products are still the sane.

Appel I ant al so argues (Brief, page 12) that Satoh is
silent with respect to the thickness of netallization.
Appel | ant acknow edges (Brief, page 13) that Satoh discl oses
material thickness. Furthernore, the clainmed invention does
not specifically claimthickness of netallization. Therefore,
appel l ant’ s argunent concerning thickness is not persuasive.

We note that the coupling coefficient is the only
variable termthat nust be supplied in appellant’s clainms on
appeal . Appellant’s coupling coefficient of the substrate
material (Specification, pages 7 and 8) is “tabulated in a
vari ety of textbooks related to piezoelectric nmaterials.”

Sat oh di scl oses a coupling coefficient of a substrate materi al
and material thickness (colum 14, lines 6-14).

Appel l ant additionally argues (Brief, page 13) that Satoh
teaches away fromthe limtations of appellant’s clains.
Specifically, appellant argues that Satoh teaches only a fixed
nunber of reflection elements. The exam ner responds (Answer,
page 6) that sinply because the clains enconpass a broader

10
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range of substrates and finger nunbers than Satoh does not
mean that those chosen by Satoh fail to render the clains as
bei ng anticipated. W agree. Appellant’s argunent overl ooks
the fact that the fixed nunber in Satoh is within the

di scl osed and cl ai med range.

Lastly, appellant argues (Brief, page 13) that Satoh’s
invention would yield fewer than 50 reflective el enents.
Appel | ant has not stated that this value of N, would still not
be within the range (34 # N, # 78) of appellant’s invention as
cal cul ated by the exam ner (Answer, page 6). Therefore, with
respect to the device clains, we agree with the examner’s
rationale for rejecting the claimns.

In sunmary, the rejection of apparatus clains 1-4, 6, 8,
9, 16, and 18-20 is sustained. The rejection of nethod clains
10, 12, 13, and 15 is reversed because the exam ner has not
made a showi ng that the nmethod steps of these clains read on
Sat oh.

DECI SI ON

The decision of the exam ner rejecting claim13 under the
second paragraph of 35 U.S.C. §8 112 is reversed. The decision
of the exam ner rejecting apparatus clains 1-4, 6, 8, 9, 16,

11
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and
18-20 under 35 U.S.C. 8§ 102(e) is affirnmed. The decision of
the exam ner rejecting nethod clains 10, 12, 13, and 15 under

35 U.S.C. 8 102(e) is reversed.

12
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

JAVES D. THOVAS
Adm ni strative Patent Judge

)

)

)

)

) BOARD OF PATENT
KENNETH W HAI RSTON ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
)
)

ANI TA PELLMAN GROSS

Adm ni strative Patent Judge

KWH: CR/ hh

13



Appeal No. 1998-0437
Application No. 08/603,523

MOTOROLA | NC

Intell ectual Property Departnent
Corporate O fices

1303 East Al gonqui n Road
Schaunburg, IL 60196

ATTENTION: Phillip H Ml aned
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